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REMARKS 

The Office Action of April 21, 2006 has been reviewed and the comments therein were 
carefully considered. Claims 1-19 are currently pending. Claims 1-19 stand rejected. No new 
matter has been introduced into the application. 

Claim Objections 

In the Office Action, claims 2, 3 and 17 were objected to because of certain informalities. 
Claims 2, 3 and 17 have been amended in the manner suggested by the Examiner. Therefore, the 
Applicant requests withdrawal of the objections. 

Claim Rejection Under 35 USC §103 

Claims 1-19 stand rejected under 35 USC § 103(a) as being unpatentable over U.S. 
Publication No. 2003/0126156 ("Stoltenberg") in view of U.S. Patent No. 5,684,990 
("Boothby"). 

Claim 1 now includes the feature of "comparing identity claims of at least two contact 
records stored in a computer operating system." The present application shows contact records 
stored within a computer operating system in Figure 3. Paragraph 28 of the present application 
describes some of the advantages of locating the contact records within the operating system as 
follows: 

In the embodiment shown in Figure 3, records 306, 310, 314 and 318 are shown 
located within operating system 304. One of the advantages of locating the 
records within an operating system is that the number of APIs required to update 
data stored in several different stores can be minimized. In one embodiment of 
the invention, a single API is used to manage the data stored within publisher 
records, such as PDA publisher record 306, mobile phone publisher record 310 
and contact application publisher record 314. This is in contrast to prior art 
systems in which a given store might be required to use one API for 
synchronizing data with data stored in a first application, a second API for 
synchronizing data with data stored in a second application, and so on. 
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Original claim 9 included the feature of "wherein the at least two contact records are part 
of a computer operating system." On page 6, the Office Action alleges that this feature is found 
in paragraph 25 and indicates that "the computer/CPU must have an operating system." 
Paragraph 25 at most describes a conventional computer device. There is no teaching or 
suggestion in paragraph 25 or the remainder of the reference of "contact records stored in a 
computer operating system," as claimed in claim 1 . This feature is also not found in Boothby or 
the remaining prior art of record. For at least these reasons, the Applicant submits that claim 1 
and dependent claims 2-8 are in condition for allowance. 

Claim 10 includes the features of "(b) identifying at least one publisher record that the 
user wishes to unmerge from the original composite record" and "(c) creating a new composite 
record." The Office Action addresses claim 10 on page 6 and indicated that paragraph 49 of 
Stoltenberg teaches "identifying at least one publisher record that the user wishes to unmerge 
from the original composite record." The Office Action never addresses the differences between 
the claimed composite and publisher records. Stoltenberg describes one set of records and does 
not disclose composite and publisher records. Moreover, paragraph 49 of Stoltenberg merely 
describes the use of an "unmerge" button to unmerge a last record that was merged. There is no 
identification of "at least one publisher record that the user wishes to unmerge." The only record 
that will be unmerged is the last merged record. 

Beginning at the bottom of page 6, the Office Action indicates that Boothby teaches 
"unlinking the at least one publisher record identified in b from the original composite record" in 
Col. 6, lines 40-47. The Applicant respectfully disagrees. There is no mention of "unlinking" in 
the cited section of Boothby. Moreover, the words "link" and "unlink" are not found in any 
section of Boothby. The cited section of Boothby merely describes a synchronization process. 
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On page 7 the Office Action alleges that it would have been obvious to incorporate the 
teachings of Boothby into the system of Stoltenberg because "records can be specified in many 
ways and linking and unlinking of records helps maintain the integrity of the system." The 
Applicant respectfully submits that the Office Action has failed to establish a prima facie case of 
obviousness. It is unclear how the alleged teachings of Boothby could be incorporated into 
Stoltenberg. Stoltenberg merely describes the use of an "unmerge" button to unmerge a last 
record that was merged. It is unclear and the Office Action does not indicate which records 
would be linked. Stoltenberg uses a single record for each person and would have no need to 
link records or perform the claimed features of "(d) linking the at least one publisher record 
identified in (b) to the new composite record" and "(e) unlinking the at least one publisher record 
identified in (b) from the original composite record." 

For at least these reasons, the Applicant submits that claim 10 and dependent claims 11- 
13 are in condition for allowance. 

Claim 14 is drawn to a method of assigning priorities to contact data synchronized from 
at least two stores to a common database and includes the features of "(a) receiving first contact 
data having elements arranged in a first order and corresponding to a contact" and "(b) 
comparing the first order to the order of second contact data having elements arranged in a 
second order and corresponding to the contact." On page 8, the Office Action alleges that these 
features are found in paragraph 36 of Stoltenberg. Paragraph 36 of Stoltenberg merely describes 
an order for comparing records. There is no teaching or suggestion relating to orders of elements 
included within contact data. All of the records in Stoltenberg are assumed to have elements 
arranged in the same order, as shown in Figure 3b. The Office Action also cites column 5, lines 
1-6 of Boothby. In the cited section, Boothby merely describes the use of identifications to 
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associate records. There is no teaching or suggestion relating to the orders of elements within a 
record. 

For at least these reasons, the Applicant submits that claim 14 and dependent claims 15- 
19 are in condition for allowance. 

CONCLUSION 

Applicants therefore respectfully request reconsideration of the pending claims and a 
finding of their allowability. A notice to this effect is respectfully requested. Please feel free to 
contact the undersigned should any questions arise with respect to this case that may be 
addressed by telephone. 

Respectfully submitted, 

Date: July 21, 2006 By: /Charles L. Miller/ 

Charles L. Miller 
Registration No. 43,805 
Banner & Witcoff, Ltd. 
10 South Wacker Drive, #3000 
Chicago, IL 60606 
Telephone: 312-463-5000 
Facsimile: 312-463-5001 



